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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



m RE APPLICATION OF : 

GATHEN GARCIA, ET AJL. : EXAMINER: GAR CIA- OTERO, E 
SERIAL NO: 09/545,455 

FILED: APRIL 7, 2000 : GROUP ART UNIT: 2123 

FOR: UTILITY STATION AUTOMATED : 
DESIGN SYSTEM AND METHOD 

DECLARATION UNDER 37 C.F.R. S LI 32 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

The undersigned, Gene Wolf and Gathen Garcia herein declare as follows: 

1. We are all employees of Public Service Company of New Mexico and are 
inventors of the above-identified patent application. 

2. Attached hereto is an executed license agreement between Public Service 
Company of New Mexico and General Electric (Energy), for the use/sale of a software 
product (which we call 3D-DASL), which is covered by the claims in the above identified 
patent application. We demonstrated 3D-DASL for Ex. Garcia-Otero during our personal 
interview on March 31, 2004 

3. The success and design of our 3D-DASL product flows directly from the functions 
and advantages disclosed or inherent in the specification description. 

4. We declare further that all statements made herein of our own knowledge are true 
and that all statements made on information and belief are believed to be true; and further that 
these statements were m2de with the knowledge that willful false statements and the like so 
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made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of this 
application or any patent issuing thereon. 




2 



SOFTNVAjra UCXNSE AND SXJXTOKT SERVICES AGREEMENT 

This Software License Scrw-ices Agreement ("Agrees ^0 fa J^^C of April 15 2004 
{••Effects™ IW) by and between Public Service Comply of New Mmo a New Mex>co 
corpc-ariOD ^vlLg a principal p!~^e cf tiuvncss at Alwado Square MS 060£ Albuquerque, >cw 
Mciko S7 158 CTOM 6 "). G * - *cing a* NKPS Global Projects, a Ne~ Jerk 

cc^o^on hsUg an office ai 6560 MS North. Suto 360, Jacksoq, Mbfiicupp 39211 

j. j-rccqya. FNM gn^ts Lrce^ec a cc-nexchisfve, nontransferable license to u*e and 
^curT^e F>iM 4 s 3D-DASL urilfty rut'en den'gn *ofrwei« fSc^^2_ fcr 6 * 

eternal businees op*r&tfcn* for tie suscbef of testa *et out cn the Software Schedule 
ariached Lucre m Scbi^Ie K License xzay install ^d operate the Software cn cnly one 
(1) desktop pcKcad ocxnpuiei st e*y t^e. Licence aldl tew the tomrfce cme (1) 
copy of lie Software far becjrap purpcM*. Licensee ah&U net use ftejeftv^re for the 
operttfon of fi fervJce bure^o or for providing timesharing or third party training 
services. Otbcr than as expressly set forth in this Scrt'cn 1, jiothing contfianed *n this 
^£ic^ttjExit be construed as grants or ccrJerring cn Licensee any rights, by license 
c*r other**** ea^sr or implied, for ccpyrigbta, copyrightable subject wztux, trade 
rxcrrts, confidential technical information, ideas and otter proprietary InJbnnstjOtt 
regarding the Software, or any patentable idea, discovery, or improvement, made, 
ocAccived or scqii cd by PNM prior to, during, or after the date of ihte Agreement * 

3- Pccjp»e Fe^s. Licensee shall pay PNM the total b'cense fees set forth oa the Sc*t*m. 
Schedule, attached hereto aa Schedule 1, upon execution of this Agreement, subject to the 
payment terms in Section 3 herein. 

3. payment Te/ms , Licensee sh^l pay FNM til fees in U.S. -dollars according to the 
folJorving terms: 

If Licensee psv B PNM'c invoice within eighteen (18) days of the invoice 
date, Ljcckcc rbilJ be entitled" to reduce its payment by e discount of 
two and oDe- half percent (2.£Vt) of the total invoice hmCV&U HevweYe** 
if UcenjEee fails to pay FNrvTs invoice v--ithin eighteen (1 8) days of the 
invoice dare, then Licensee efcsJl be required 10 pay the total invoice 
amount tnd the invoice &&JZ be psid by the n!ncrierh C?^h) cay 
fcllowtng the invoice date. 

All payment oblations ltc ron-^ncclEbJe, nonrerardntlo, and non-ccnt^ea!. 
Excluding t^ &5 b«ed on FNM's inocujc, Uc^ce is liable for all to*e end occise fees 
listing to the Scfr^^re ^d/ox any hervices rendered by PNM hereunder, wmer or not 
PNM invoices Licensee for mch Taxes tnd excise fees. FNM ^f^s the nfiht to 
^thhcld perfon^JDce of my obligations, wbettex ansing under this Agreement or 
cibtrwise, and/oi to chsn £ e fts credH terms, in the event ofLker^ce S nenpayment when 
dv^ of any AwouatB cwtd to PNM. 

4. OwpenMp , The Software cccte-ns vali^tte proprietary irAr^on. R^M reteina titlo, 
copyright, patent, trade fecict and all other intellectual rights zn &e Software and all 
modiScBtfcns, ccnectjonus ar.d elteiaUcns made to the Software by FNM, Licence, or 
c^bci-Pv-tse, &cd sll copies thcreot Licensee dees not acquire any ngbt^ express or 
implied, in the Software, except as specified bertin. No license, r^ht, or ictcrest En any 
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PNM Trademark, t:^de nwne, ox service rr.sik is pursuant to fris Agreement. 

Licensee Is prohibited from removing or aJterag any of the intellectual property rights 
nct'ceO) embedded b or thai FNM otherwise presides with the Software. Licensee must 
reproduce the unaltered intellects! propeny rights net'ec^) in eny full or partial copies 
of the Software that Licensee msJccs, 

5, pffh-ictfona on I??c of Software - Licensee is prohibited Som causing or p entitling the 
f cvcse engijcerlag. dfs&M exobry, or decompilation cf the Software including all irede 
secrete ££d confidential IcfcnsalJon therein. Licer-see may cot sublicense, rcliccnsc, 
distribute, scD, lc"e, kszign, cr otherwise tj&nsfei the Software, grart a security interest 
m or etherise cucumber the Software, copy, dcpL-caic or reproduce the Software except 
as otherwise expes^ry pennined Ja this Agreement, cr store the Software (Including toy 
ttr^ibJc n^tfe^tt'ens ihaeot) except In a secure place License* will not'tllc-w the 
Softw&re to be used by, or dfeclose *1J cr tcy p^rt of the Software to. toy person except 
employees of Licence who require such access in order to use the Software in 
accordance with this Agreement Licensee fhall so* allow the Software, in whole cr Ha* 
p^rt, to be exported outside of tie United States of 'America, in eny manner ox by any 
x^ctna, without the prior written content of FNM tzd complifir.oe with U.S. export lows. 

tf. Cofafldcpttefftr . Licensee ecknowJed^es that the Software contains valuable trade 
secrets and confident" al Information owned by FNM, ^eluding but not limited to the 
development ruros of the Software, the fuxicticnelity of the Software, the appearance, 
corrftnt end flew of tlx pescutetion of Laforxnation through the Software's user Interface, 
the method und psSern of u*cj Interaction wfch the Software, and the content of ctny 
dcctiXDeriiAlIon. licensee agrees that Licensee £nd its employees sbalj not, directly cr 
indirectly, disclcse, cLValge or otherwise mtfce Ev^iisbJe the Software, including ill trade 
tecrets £nd ecnfldent'aJ in/craet'en therein, to tny third party. Licensee stall take all 
reasonable precautions to prevent ^advertent disclosure of the Software, including ell 
trade secrets tnA cooiidexitial inforjnatfon therein. Licensee specifically acknowledges 
and agrees the! it shall oat permit any employee to have access to tie Software or to fisy. - 
trad© ficcrets snd confidential InforiMtion therein until the employee has been infbnned 
cf the cccJRder.tisJhy tr-d nondisclosure oMigttJon* of this Section 6 and has agreed in 
writing to be bound by tbc&e obligatimn. 

7. f Kp Qbtfgg tfan.fr o Support Except as otherwise expjesely agreed by the parties pursuant 
to Section 8 berexn, FNM shtJl fcsve so obligation under tkfr Agreejnent to ccurcet any 
bugs, defects* or enert .In the Software or to otherwise support or xsaintain the Software. 

8. Support Scr ees. FNM wfl] provide technical support to Licence* via telephone the 
bourly rate cut on the Software Schedule etacbed hereto as Schedule 1. Tecbmcal 
support may consist of corr^ct'oa of bug*, defects^ or errors in the Software, or 
cvstccn^tira of the ^cftr^arc as requeued by Licensee and as agreed open by FNM- 

p. Trsintafr For the £rrt year following the E^fctsVe D^te offldS Agreement, FNM wUl 
provide training to Licensee (a) fit Licensee's locsticn at a rate of $3,000 per day plus 
aeruat travel L'visg expexites, ox (b) ^ PKM 5 * ftcilities In Alb^ucrque, New Mexico 
at z rite of 53,000 per day. One dsy of taints consisl t of up to elgbt (8) hours of 
training. PuHn£ the first year foUowinfi the BS^ve Dale of thus Afireetnent, FNM wifl 
wwve the S3.0OO per day chsr^e for one (1) trailing sesricn (not to exceed two dzys of 
TrainhigJ ccnchjcicd cider at Licensee's loeeKcn or fit FNM' 5 fccllWe*. 
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,0. V« Wsrr^tScM Pls-clstae*. FNM Li««« apt* S ^^"£££tJ 
"AS IS" and that FNM =.*!(« r.o warcsty u to ite Scftv.cre. FNM ^RtSSLY 
D] SCLAVS ALL WARRANTEES, EXPRESS OR IMPLIED, , DJCLOB^G 
NVJTHOUT LIMITATION THE IMPLIED WARRAI^CW^C^ABI^ 
AND FITNESS FOR A PARTICULAR PURPOSE. FNM DOT* NOT WARRANT 
THAT THE FUNCTIONS CONTAINED IN THE SOFTWARE WILL MEET 
LICENSEES R2QU2RENf£NTS. OR THAT THE OPERATION OF THE^FTWARE 
WILL BE UN2NTERRU? TED OR £RROR-?REB, OR THAT DETECTS N TOB 
SOFTWARE WELL EE CORRECTED. FURTHERMORE, FNM DOES NOT 

THE RESULTS OF THE USE OF THE SOFTWARE OR RELATED 
DOCUMENTATION 2N TERMS OF THEIR CORRECTNESS J. ^CCWRLACY. 
RELL42DLITY, OR OTHERWISE. NO ORAL OR WRITTEN INFORMATION OR 
ADVICE GIVEN BY FNM OR A FNM AUTHORIZED REPRESENTATIVE SHALL 
CREATE A WARRANTY OR REPRESENTATION. 

31 T.fa,fa«ron of LbbiMrr . UNDER NO CIRCUMSTANCES (REGATOLESS I OF TOT 
FORM OF ACTJON, WHETHER IN CONTRACT, WARRANTY, raEMNTTY, 
STRICT LIABILITY, OR TORT. INCLUDING NEGL1 GENCE) SHAIiFNM BB 
LIABLE FOR. ANY CONSEQUENTIAL, INCIDENTAL, INDIRECT, SPECIAL, OR 
PUNTTIVE DAMAGES, OR FOR THE LOSS OF PROFIT, REVENUE OREATA, OR 
DAMAGE TO COMPUTERS, OR DAMAGE T.0 OR LOSS OR XNABnJTY TO USE 
ANY OTHER SOFTWARE, THAT RESULT FROM ™B USE^CA INAB^TTY TO 
USE THE SOFTWARE OR RELATED DOCUMENTATION, EVEN [IP FNM ORA 
FNM AUTHORIZED REPRESENTATIVE HAS BEEN^ADV^ED OF THE 
POSSIBILITY OF SUCH DAMAGES IN ADVANCE OR SVCTT DAMAGES £OULD 
HAVE BEEN REASONABLY FORESEEN BY FNM. FNM* UABHiTY FOR 
DAMAGES TO LICENSEE UNDER THIS AGREEMENT ^EGA^I^SS OF THE 
FORM Of ACTION, WHETHER IN CONTRACT, WARRANTY, INDEMNITY. 
STRICT LIABILITY, OR TORT, INCLUDING. JNEGUGE^CBJ I SK>^IN. NO .. 
'- * EVENT EXCEED THE LICENSE FEES PAID TO FNM BY LICENSEE FOR THE 
SOFTWARE. 

12. Pata Protediog LJceEtee fi^.es ifc* it stall i»* *■ tele rwpoaiibiKiy for protecting 
Jifl data isttd in codec cKoii ^*ith tHc Software* 

J3. Ttti.J3.-cii.aI P^,^rtv I*fn> r ^ T^wwificstfom. FNM shall defend at ite 

expense, any cleia, I^uft, eTidoted action brcugW ag^st L.wnsee that the 

Softwsii fcfiiaew e United Statu pEteirt. copyright, or **de secret, aad *tadl pey dl 
ccsts tnd cW^es fc^Hy *Wed, pevided feat FNM to &™ P^™?™^ ^".J? 
such claim, sny mforastJoa In the pctsewlon of Licensee rested, to such eUma, 
reasci^tle u«fcu&cc Vy Licensee, and *cle uUhority to tcrtJe or def«d ! wcl >dm Ift 
The defease oi (etOcaent of tie claim. FNM may, al its option, obtain for Lfcasee the 
:J Vht to continue using the SolW*. replace oj wodiiy Ac ScA*nt so that tt becomes 
E onin£^g^ while g-vicg substantially cijoal ptrf entice or, if such rcnicdjes arc not 
rw»coew5riv»n«bl^ reaove tie Software ^d scxept its n^rn «d letod O* jfona. 

j es ; a n^cr^k i«^v^-e for** period of, re. FNMshnJJ not lave anyltobllHy 
ox ebll£*ircn> ^«Jei Ttls Section 13 if tie alleged Jn£^ngemeot to fca*ed upon <»)*e™» 
of the SoJhvar* m combih«UcB *-iih utf crier cempvtex pro-ams not teensed by FNM 
to Lioerscc, (b) the use of tbe Software oimide the fcepe ^thonzed by th« A^cD«rU 
(0 .memorised laodifcsiioii ox alteration of ths Soft^-are, or (d) the use of dw 
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FacsinalcVc.: (505)241-2363 

To Licences GE Eccigy dbaNT\PS Global Projects 
Attention; Greg King 
6360 1-55 Ncrib, Surte 360 
Jackson, M**sJsr'pp5 3S>21 1 

Facsimile No.: (60]) 

j g. Amendment, This Agrctnsent n^y not be encoded except by ft written tsrecment 
execuTcd on behalf of cech ptny by !ts duly etherized represcnt^ilvc. 

a 9. r:nv^f B g TUb Ag7t«scat ihtll be governed by the Hws of tie Suae of JsVw 

Mcxfco. *-jihcm rc^d 10 Ju conflicts cf lawprn^ples. La do event shnJl tfcw Agreement 
be gcvenaed by the UntedN^ons Convention cn Contracts for the Ixrtem^ocsl SaJe of 
Gooda. 

20- Eptfrc Agrees* »l . This Agreement ^nd the schedules tiucbed hereto supersede all 
pxevicua amd corrternpcraxieous cxmrDuxJcsLtionB and understandings between fte partes 
coDcenuDg, axd con&tT^te their scle L^d exc^jvc Egreemeat w'th respect to, the fufcject 
r&arter hexeo£ 

IS WITNESS WHEREOF, the parties b&vc caused tnis Agreement to be executed on their 
behalves by tfccSr duly authorised rcprcscautfveiB of (he Effective D&te. 

Ucc***©: FNMx 

GE Energy dba NRPS GlobaJ Ft cjectfl ^bl5c Service Company of New McxTco^T/ 

•*£3iSi&—- — ~ Hk^-g^ft • •-- -- — 

\:lZ- t fL&DTif .ri • tjQtLGf' Name: 

uf' \^rf^r,^r Title: j/j^JD gf^W^^ ■ 



TrtJ 



ft 045 



5 



i 

(W Software License ^6 Scpport Slices Agreement c^tctve April 3 5, 2004 ("Agrceaabrf *) 
between.PfcbiJc Service CcEpwjy of >7e* Mexico <"?NM") asd GE Energy Aft KKPS Global 

Prqjects fT-iccascO) 

GE Energy <fba NRPS Global Projtctt 



dumber of Se*t$s Dee (1) 

Uc*ns«Feesi $5,000 per s^at 
DiftouMi S3,50g per seat 
Total UcctLcc Fce« $2,500 

» • 
T^cbafcaJ*upp<»rt rates: SI 00.00 per bcux* (effective fbr one ye w following the Elective Dst» 
of the Agreement) 

* For tiie furt vt^r follc-wing Effective Pete of thi« Agrromejit; PNM win 
provide Lfcewee tvjth tec WgaJ support si 8 dhcousted rate of $50.00 per hour. 

Upgrade; FNM will provide Licence v^th *sy upgrades or tahfincemenTB m»<Je tc ihc Scftvsre, 
&5 tlcy beccm* evciilfc^le, et to ch&cge during the Crsty^ax following the Effective Date of fcis 
.Agreement. 

.D^ie of thl* Software Schedule: ApnU5»20.04. . • - — • • 



